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X Responsive to communication(s) filed on Jan 2, 2001 

This action is FINAL. 

Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed 

in accordance with the practice under Ex parte Qu$fl%35 C D 11; 453 O G 213 

A shortened statutory period for response to this action is set to expire 3 month(s), or thirty days, whichever is 

longer, from the mailing date of this communication Failure to respond within the period for response will cause the 
application to become abandoned. (35 U.S.C. § 1 33) Extensions of time may be obtained under the provisions of 

37 CFR 1 136(a) 



Disposition of Claim 

X Claim(s) 1-3 and 5-24 



is/are oendina in the annlmpt i 



Of the above, claim(s) _ 



X Claim(s) 8-10 and 13-21 



X Claim(s) 1, 2, 5, 7, 11. 22. and 24 



X Claim(s) 3. 6. 12, and 23 
Claims 



is/are withdrawn from consideration 

is/are allowed 

is/are rejected. 

is/are objected to. 



are subject to restriction or election requirement. 



Application Papers 

See the attached Notice of Draftspersons Patent Drawing Review, PTO-948. 

The drawing(s) filed on is/are objected to by the Examiner 

The proposed drawing correction, filed on is approved disapproved 

The specification is objected to by the Examiner 

The oath or declaration is objected to by the Examiner 

Priority under 35 U.S.C. § 119 

Acknowledgement is made of a claim for foreign priority unde r 35 U S C § 119;a)-(cl). 
AH Some* None of the CERTIFIED copies of the priority documents nave been 
received 

received in Application No (Series Code/Serial Number) 

received in this national stage application from the International Bureau (PCT Rule 17 2(a)) 
^Certified copies not received. 



Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) 



Attachment(s) 

X Notice of References Cited PTO-892 

Information Disclosure Statement(s), PTO-1449, Paper No(s) 

X Interview Summary. PTO-413 (' - ^i'-w^j 

Notice of Draftsperson's Patent Drawing Review, PTO-948 
Notice of Informal Patent Application. PTO-152 



— SEE OFFICE ACTION ON THE FOLLOWING PAGES — 



. S >-a:ent and Trademark. Office 

PTO-326 (Rev 9-95) 



Office Action Summary 



Part of Paper No. 



15 



lal No. 0? / 15°,?32 - I - Art Unit: 1621 



Aprl i car.:s T arguments, filed 1/2/31/00, have been fully 
considered and they are deemed to be persuasive to overcome 
previous rejections of record. Rejections and/or objections not 
reiterate! from previous office actions are hereby withdrawn. 
Vcon reconsideration, however, the following rejections and/or 
objections are newly applied. They constitute the complete set 
presently beinu appliid to the instant dppl-L f ccLt±on . 

Due to the setting forth of new grounds of rejection as 
summarized herein, the finality o-f the office action, mailed 
3/30/00, is hereby withdrawn. Also, the amendment, filed 1/2/01, 
has been entered. 

The following is a quotation o-f 35 U.S.C. § 103(a) which 
norms the basis for all obviousness rejections set forth in this 
Office action: 

(a: A patent may not tie obtained though the invention is not 
identically disclosed or described as set forth in section 
1 '! " -f : r .:s t:th:, if ::o differences between one subject 
matter sought to- be patenteo: and the prior art are suon that 
the surjeet matter as a whole would nave been obvious at the 
timo: the invention was made to- a person having ordinary 
so: 11 in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in winch 
t h -i i n ven t i o n wa s made. 

This application currently names joint inventors. In 
oooisidenng patentability of the olaims under 35 U.S.C. § 10 3(a), 
tne examiner presumes tnat the sub; est matter of the various 
claims was co-mmonly owned at the time any inventions covered 
therein were made absent any evidence to the contrary. Applicant 
is advisei of the obligation under :7 C.F.R. § 1.50 to point out 
the inventor and invention dates of each claim that was not 
commonly owned at the time a later invention was made in order 
for the examiner to consider the applicability of 35 U.S.C. 
103(-) and potential 55 U . S . C . § 102(f) or (g) prior art under 35 





3 ' : ' r i a 1 N o . 0 'r 1 ' 15c, 982 



Art Unit: 



1 



Claims 1, 2, S, 11, 22, and 24 are rejected under 25 U.S.C. 
§ 10: (a; as being unpatentable over Farr et al.(F/N 5,311,221). 

In the ibsiract of Farr et al . the measurement of 
transcription or translation Levels from genes is disclosed as 
related to various stress promoters and/ or the action of a 
:.:omDoutd at the subcellular level. Gene expression as set forth 
in tne instant claims. Figures 1-11 of Farr et al. display said 
irene expression in a perspective 3-Dimens lonai manner with 
oaramcers for each expression level in the third dimension. One 
characteristic parameter is concentration of a compound which may 
alter -irene expression and another is the stress promoter being 
evaluated regarding the gene expression. These stress promoters 
are discussed, for example, in column ~' , line 46, through column 
i;, 1 ire 11. Fxampil.es 1-52 in columns 22-32 discuss some 
O'xemrl i rv procedures by vihich to determine gene expression from 
:he expression character is te r for tne gene being analyzed 
regarding promoter activity. The perspective 3-E> graphs of the 
results are displayed as summarized in column 2 for the Figures 
1-11. The difference between these studies and the instant 
claims is the usage of computer o>r auto-mat ic-n practice by which 
: o: process the data. These automation practices only replace 
manual activities and are not a patentable distinction as 
evidenced by the legal decision of In re Venner (120 USFQ 192). 



Serial No. 0-/15?, 



Art Unit: 162 1 



This legal decision at page 1?4, se:cnd column, item [6], states 
that it is well settled that providing a mechanical or autcmatic 
means :o replace manual activity is not an invention. Thus, as- 
explained further in said -decision, there is no patentable 
dist met ion in replacing manual activity with an automatic means 
as ins :. ant 1 y :.: la imed . 

T^-v-,. it would have been obviua^ Lu someone ol ordinary 
skill m the art at the time of the instant invention to practice 
the instant invention because Farr et al . describes the data 
analysis and 'display of the instant invention which as noted 
above is obviously computerized as motivated for efficiency if 
(des i r ed . 

Claims 5, 6, 12, and 25 are objected to as being dependent 
upon a rejected base claim, but would be allowable if rewritten 
m independent form including all of the limitations of the base 



Claims :-io and I-- -.id are allowed. 

Papers related to this application may be submitted to 
Technical Center 1600 by facsimile transmission. Papers should 
be faxed to Technical Center 1600 via the PTO Fax Center located 
in Crystal Mail 1. The faxing of such papers must conform with 
the noit ices published in the Official Gazette, 1096 OG 30 
■^November 10, 1982), 1156 OG 61 (November 16, 1992), and 1157 og 
d Olecembet 13, 1 99 5 1 [See 5 T CFR § 1.6(d)). The CM1 Fax Center 
numbe r is either i 7 0 1 ) 5 0 5-4242 or ; 7 0 5 ) 3 0 5- : 014. 



Any inquiry concern i.nq this cc>mmunieat ion or earlier 
cemmuu ica t ions from the examiner should be directed to 
Arum Marschel, Ph.D., whose telephone number is (705)308-0894. 
One examiner can normally be reached on Monday-Friday from 8 A.M. 
to 4 P.M. 




• 




If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Michael Woodward, Ph.D., 
can be reached on (703)308-402 3. 

Any inquiry of a general nature ■: r relating to the status of 
this application should be directed tc Patent Analyst, Tina 
Plunkett, whose telephone number is (703)305-3524 or to the 
Technical Center receptionist whose telephone number is (703) 
3 0 6-019 3 . 
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MDINH.MARSCHEL 



